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REMARKS: 

In the Office Action the Examiner noted that claims 1,2,4,6,10,12-14,17 and 1 8 are 
pending in the application, and the Examiner rejected all claims. By this Amendment, claims 1 , 
4, 6, 10, 13, 14 and 17 have been amended, and claims 2 and 12 are cancelled herein without 
prejudice or disclaimer. No new matter has been presented. Claims 3, 5, 7, 8, 11 and 15 
remain cancelled. 

Thus, claims 1, 4, 6, 10, 13, 14, 17 and 18 remain pending in the application. The 
Examiner's rejections are traversed below, and reconsideration of all rejected claims is 
respectfully requested. 

ALLOWABLE SUBJECT MATTER: 

In item 4 on page 2 of the Office Action the Examiner objected to claims 6 and 14, but 
indicated that these claims would be allowable if rewritten in independent form including all of 
the limitations of the base claim and any intervening claims. 

By this Amendment, claims 6 and 14 are amended to be independent form and include 
features of all intervening claims. 

Therefore, it is respectfully submitted that claims 6 and 14 are allowable. 

REJECTION UNDER 35 U.S.C. § 103(a): 

In item 6 on page 5 of the Office Action the Examiner rejected claims 1, 2, 9, 10, 12 and 
16-18 under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 5,802,518 (Karaev) 
in view of U.S. Patent No. 5,502,637 (Beaulieu ). further in view of U.S. Patent No. 6,834,312 
( Edwards ). The Applicants respectfully traverse the Examiner's rejections of these claims. 

Independent claims 1,10 and 17 are amended herein to incorporate allowable features 
of claims 6 and 14. 

Claim 1 , by way of example, recites "accepting as one set of data provision information, 
recipient information relating to a recipient who is authorized to receive said provision 
information..." and "registering the one set of data after said transmitting and registering, as part 
of the one set of data, auxiliary provision information whose information volume is reduced from 
said transmitted provision information." The Applicants respectfully submit that none of the cited 
references, alone or in combination, disclose or suggest at least this feature of claim 1 . See 
also claim 10 and 17 reciting similar features. 
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At least on page 3 of the outstanding Office Action, the Examiner appears to imply that 
there is no difference between the central repository of document profiles and authorization 
information in Karaev and the "accepting as one set of data provision information, recipient 
information relating to a recipient who is authorized to receive said provision information...", as 
taught by the claimed invention. 

However, since Karaev is directed to a central repository server having document profiles 
and authorization information specifying who is permitted to access each research document 
(see, col. 5, line 63 through col. 6, line 7), Karaev does not enable selective transmission of 
documents "based on the one set of data... transmitted from said one of the terminal devices", 
as recited in claim 1 for example. Instead, Karaev merely provides identically formatted 
document to all users by determining only whether the users are authorized. 

Beaulieu and Edwards add nothing to the teachings of Karaev with respect to the 
claimed invention. Specifically, Beaulieu only discusses that a portable document format can be 
generated at a user terminal (see, col. 4, line 60-62) and Edwards discusses outputting a file to 
be directly accessed at a server (see, col. 8, lines 3-7). 

The Examiner asserts that there is motivation to combine the cited references. The 
record, however, fails to provide the required evidence of a motivation for a person of ordinary 
skill in the art to perform such modification. For example, Beaulieu only discusses that a 
portable document format can be generated at a user terminal, Karaev fails to suggest why a 
person of ordinary skill in the art at the time of the invention would be motivated to incorporate 
the remote conversion such as discussed in Beaulieu into a system for centrally converting files 
at a central site as in Karaev . 

Further, according to MPEP 2143.01, the modification proposed in the Office Action 
cannot render the prior art unsatisfactory for its intended purpose. In re Gordon, 221 USPQ 
1 1 25 (Fed. Cir. 1 984). Assuming, arguendo, that the teachings of Karaev and Beaulieu could be 
combined, the combination would result in converting each report at a central site and author 
stations converting investment research into a portable document format. It is not possible to 
convert each file at a central site for the intended purpose of providing information of a 
predetermined format in Karaev and implement remote conversion at author stations as 
asserted in Beaulieu . 

Claims depending from the independent claims include all of the features of that claim 
plus additional features which are not disclosed by the cited references. For at least the above- 
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mentioned reasons, claims depending from the independent claims are patentably 
distinguishable over the cited references. The dependent claims are also independently 
patentable. 

For example, as recited in claim 18 receiving "a provider name for a provider of new 
provision information... and at least one indication of an authorized format in which the new 
provision information is to be provided to the at least one recipient, the authorized format 
including at least the original format of the new provision information and the portable document 
format converted from the new provision information". The cited references do not teach or 
suggest these features of claim 18. 

Therefore, withdrawal of the rejection is respectfully requested. 

CONCLUSION: 

There being no further outstanding objections or rejections, it is respectfully submitted 
that the application is in condition for allowance. An early action to that effect is courteously 
solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 19-3935. 



Respectfully submitted, 




1201 New York Avenue, N.W., 7th Floor 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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